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The Fifth Global Congress on
Combating Counterfeiting and Piracy
held at the Mexican seaside resort of
Cancun early this month ended on a
positive note with the World Community
forging a united alliance to deal firmly
with the trade in counterfeit and pirated
goods which is now worth US$ 250
billion, almost accounting for 2% of the
world trade.

This is a heartening development as
illicit goods are increasingly posing a
serious threat to the human society by
way of sale of fake medical and
electrical goods. So far individual
countries have tended to treat such
crimes within the framework of their
respective laws.

But in Cancun, parties presented a
range of new approaches for more
effectively combating counterfeiting and
piracy through enhanced co-operation
and co-ordination and increased public
and political awareness of the
issue. New perspectives on improving
legislation and enforcement measures
to deter and punish those involved in
the domestic and international trade of
counterfeit and pirated goods, and the
sale of these illicit products over the
Internet were also presented.

An important new focus at the
Congress was the intent of parties to
deal with “third parties” who knowingly
assist counterfeiters in the sale or
distribution of fake and pirated goods.
The Congress deliberations have
provided hope themes debated in the
conference will ultimately evolve into a
series of key recommendations for
specific actions that will be released in
January 2010.

It is to be further hoped that the specific
actions will help apart from cutting
down on economic losses saving
legitimate jobs.

Role of IPR in promoting
economic growth

Ever since the trade related
intellectual property rights (TRIPS)
was enforced a decade ago, there has
been endemic debate on whether the
grant of Intellectual Property Rights
works against economic development
of developing world.

Developing countries feel that IPR
enforcement stifles competition,
which in a market economy is
considered essential to curb market
distortions, induce efficiency in the
use of resources, maintain prices at
fair levels or as low as possible, curb
excessive or monopoly profits and
promote consumer interests and
welfare.

An IPRis viewed as a privilege granted
to the holder to recoup costs incurred
in the research and innovation
process, so as to maintain incentives
for further innovation. Thus an IP
entails an exclusive right for a limited
time, enabling the holder to charge a
higher price which reduces access of
consumers to the product, and
access of other producers to
production inputs and methods.

The contrary view is that Intellectual
property protection contributes to
economic growth by stimulating
innovation. Properly used, intellectual
property rights can also be key tools
for the alleviation of poverty through
trade.

Votaries of IPRs contend that
technologies and creations that have
touched and changed millions of lives
would not probably not exist today
without the incentives provided by
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intellectual property rights. Patent
protection has spurred the deve-
lopment of key technologies (e.g. the
transistor, telephone communication
and electricity), lifesaving drugs (e.g.
beta-blockers for heart disease, the
anti-cancer drug taxol).

The role of IPR in economic
development which has become
subject matter of intense debate
worldwide has been chosen as the
central theme for two-day seminar
organised by the Y.J.Trivedi-AMA
Centre for Intellectual Property Rights
for IPR on January 23 and 24, 2010.

The seminar will also discuss key
tools for economic development like
University-Industry Partnerships for
promoting innovations as well forging
of strategic alliances through Co-
branding besides exploring the
concept of Ever greening of Patents.

World Intellectual Property
Organisation (WIPQO) has signed a
landmark agreement in September
this year with the International
Federation of Musicians and the
International Federation of Actors

see on pg. 2
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SPOTLIGHT

Delhi Law University
launches PG course
in IPR

Delhi’'s National Law University has
started a postgraduate course in
Intellectual Property Rights (IPR) and
patent law. The course, to be run
through video conferencing, will
enable students to get absorbed in
research and development
organisations, government and non-
government agencies.

Under intellectual property laws,
owners are granted certain exclusive
rights to a variety of intangible assets,
such as musical, literary, and artistic
works, ideas, discoveries and
inventions and words, phrases,
symbols, and designs. Common
types of intellectual property include
copyrights, trademarks, patents,
industrial design rights and trade
secrets in some jurisdictions.

This 12-month course will encompass
all of these and other forms of
intellectual property (IP) law, filing
procedures and how to conduct
trademark searches. The programme
will be conducted across India
through a satellite based platform.
Other than legal frameworks, the
training will also cover the technical
aspects of writing patents and other
forms of IP documents, within US,
European and Indian processes.

The teaching process will be highly
interactive and will consist of a
judicious blend of lectures, real life
case studies, examples from the
corporate world, general discussions,
quizzes and assignments in order to
provide greater industry insight.

In order to attract working
professionals, the classes will be
conducted before office hours, twice
a week. The total fee for the program
is Rs. 1, 55,000.

The Mudra Institute  of
Communications, Ahmedabad
(MICA), known for its post graduate
courses in advertising, marketing
research and communications, has
launched through video conferencing,
a certificate programme in research
and analytics in New Delhi aimed at
marketing professionals.

Tailored in a way that working
professionals will be able to take the
classes without any hassle, the
course will help managers work better
at taking decisions about issues
pertaining to the organization’s
marketing problems like
segmentation, new product launch,
pricing, competitor analysis,
advertisement effectiveness and
packaging options.

The classes are being conducted on
Saturdays and Mondays, from 7 a.m.
to 8.30 a.m. The MICA faculty will be
taking the classes here through video
conferencing. The teaching process
will be interactive and it will consist
of a blend of lectures, real life case
studies, live corporate examples,
general discussions, quizzes and
assignments in order to provide

IPR Bal-Din Programme (14" November 2009) 36 students attended.

greater industry insights, Vyas further
said.

The fee for the 12-month programme
has been fixed at Rs.79, 250.

The US Commerce Department’s
Patent and Trademark Office
(USPTO) will pilot a program to
accelerate the examination of certain
“green” technology patent
applications. The new initiative before
the United Nations Climate Change
Conference in Copenhagen, Denmark,
will accelerate the development and
deployment of green technology;
create green jobs, according to US
government officials. Pending patent
applications in green technologies will
be eligible to be accorded special
status and given expedited
examination, which will have the effect
of reducing the time it takes to patent
these technologies by an average of
one year. Earlier patenting of these
technologies enables inventors to
secure funding, create businesses,
and bring vital green technologies into
use much sooner.

Cont. from page no. 2

(known by their French acronyms,
FIM and FIA, respectively) to promote
recognition of the significant
contributions by actors and musicians
around the world to culture, economy
and society.

The agreement seeks, in particular,
to improve the status of performers in
developing countries and highlights
the connection between IP and labour
and the special concerns of cultural
workers from the viewpoint of
development and cultural diversity. It
provides for the organization of joint
activities to strengthen performers’
networks and improve their economic
and legal status, as well as to raise
awareness of the need to support
performers as key contributors to the
creative industries of all economies,
particularly in developing countries.

It is anticipated that the agreement
will help to galvanize support for the
protection of performers’ rights at the
international level.
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PATENT INFO

Latest news on
IPR F ront

India and the United States signed two
important agreements on access to
traditional knowledge and Intellectual
Property Rights.

Another important Memorandum of
Intent was signed to promote two-way
investments between ‘Invest in
America’ of the International Trade
Administration, US Department of
Commerce, and ‘Invest India’, a joint
venture of the Department of Industrial
Policy and Promotion of the Ministry
of Commerce and Industry and various
State Governments.

The Traditional Knowledge Digital
Library (TKDL) Access Agreement
was signed between the Council of
Scientific and Industrial Research
(CSIR) and the US Patent and
Trademark Office.

It will enable the USPTO to search
the extensive database of India’s
traditional knowledge compiled under
TKDL, a collaborative project between
CSIR and Department of AYUSH,
Ministry of Health and Family Welfare.
In addition, CSIR would provide
training to the USPTO examiners and
staff to help them use TKDL tools for
search and examination.

This  would help prevent
misappropriation of traditional
knowledge through mistaken
issuance of patents as had earlier
happened with neem and haldi.

The second document that was signed
was a MoU between the office of the
Controller General of Patents, Designs
and Trade Marks, Department of
Industrial Policy and Promotion
Ministry of Commerce and Industry
and the United States Patent and
Trademark Office, US Department of
Commerce.

The MoU between patent offices of the
two countries will facilitate
comprehensive bilateral cooperation
on arange of IPR issues focusing on
capacity building, human resource

development and raising public
awareness of the importance of IPR.
Justice Rajesh Tandon, Presiding
Officer, Cyber Registrations Appellate
Tribunal, has asked the Centre to take
a lead in setting up an international
treaty on cyber crime and invite other
countries to be a part of it.

There is no international treaty to
trace out cyber criminals and deal with
them. India should take the lead in
formation of such a treaty and invite
other countries to be a part of it
Justice Tandon said, speaking at the
valedictory function of the two-day
Cyber Security Summit here.

He further urged the Karnataka
government to provide the requisite
infrastructure for setting up a court for
the Adjudicating Officer of cyber crime
and for establishing Cyber
Registration Appellate Tribunal for
southern region in the city.

The World Intellectual Property
Organization (WIPO) has launched an
enhanced online patent information
service that will improve public
access to information on patents filed
and granted around the world. WIPO'’s
PATENTSCOPE®, which currently
hosts data on more than 1.6 million
international patent applications filed
under the Patent Cooperation Treaty
(PCT), has been extended to include
several collections of national and
regional patent information.
According to the Organization, in this
first phase, WIPQO’s
PATENTSCOPE® will include the
patent data collections of eight patent
offices: African Regional Intellectual
Property Organization (ARIPO), Cuba,
Israel, Republic of Korea, Mexico,
Singapore, South Africa and Vietnam.
WIPO has been working closely with
these patent offices to ensure the data
collections are fully searchable.

The expansion of WIPO's
PATENTSCOPE® data collection
makes it possible to conduct high-
quality, detailed and free-of-charge
searches of the patent information of
the participating offices. Many of
these collections had previously not
been digitized and were not easily
searchable. This initiative is taking

place within the context of WIPO's
commitment to supporting the
development of a fully integrated
global IP infrastructure and to
increasing participation by developing
and least developed countries in the
benefits of the knowledge economy.
The availability of good quality patent
information which contains detailed
technical specifications of new
technologies is an important step
towards narrowing the knowledge gap
in technological information. WIPO'’s
PATENTSCOPE®, which facilitates
the search and retrieval of patent
information, is designed to enhance
access to the wealth of technical
information contained in patent
documents and thereby to promote
the broad dissemination of this
knowledge. Patent information is of
significant practical value to
businesses when planning product
development, marketing strategies or
when seeking partnership
opportunities for joint ventures.
Indian courts equipped to tackle
international cases of IPR

Indian Courts are well equipped to
handle International cases relating to
Intellectual Property Rights (IPR) and
Copyright, as a plethora of changes
have been introduced in the existing
laws here as per the Berne
Convention and TRIPS (Trade-Related
Aspects of Intellectual Property
Rights) agreement, Justice Sanjay
Kishan Kaul of the Delhi High Court
recently observed.

In a speech at a function organised
by the Confederation of Indian
Industry (Cll) to mark the World
Intellectual Property Day, Justice
Kaul said the Judiciary has always
played a proactive role in the
protection of Intellectual Property
Rights and has invented and
extended general principles to cover
such cases.

The Courts, Justice Kaul noted have
extended its concept of cause of
action in IPR cases and have even
dealt cases even by deviating the
general principle laid down under
Section 20 of CPC extended flexibility
in jurisdiction, Justice Kaul
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LEGALL Y SPEAKING

Depomed Files Patent
Infringement Lawsuit

against Lupin Limited

MENLO PARK, CA - Depomed Inc.
announced in a press release that it
has filed a lawsuit in the United States
District Court for the Northern District
of California against Lupin Limited and
its wholly-owned subsidiary, Lupin
Pharmaceuticals Inc., for infringement
of the patents listed in the Orange
Book for GLUMETZA(R) (metformin
hydrochloride extended release
tablets).

The lawsuit is in response to an
Abbreviated New Drug Application
(ANDA) filed by Lupin with the US
Food and Drug Administration (FDA)
regarding Lupin’s intent to market
generic versions of 500mg and
1000mg strengths of GLUMETZA prior
to the expiration of the four listed

patents (Nos. 6,340,475; 6,488,962;
6,635,280; and 6,723,340).

Depomed has commenced the
lawsuit within the 45 days required to
automatically stay, or bar, the FDA
from approving Lupin’s ANDA for 30
months or until a district court
decision that is adverse to the
patents, whichever may occur earlier.

“We have full confidence in the
intellectual property rights protecting
our GLUMETZA products. We intend
to vigorously defend and enforce our
intellectual property rights, as we
have in previous infringement actions,”
commented Matthew M. Gosling,
Depomed's vice president and general
counsel.

Depomed Inc. is a specialty
pharmaceutical company with one
product candidate through Phase 3
clinical development, another in
Phase 3 clinical development, two
approved products on the market and
other product candidates in its early
stage pipeline.

Libr ary

Useful books for your
business decision

i Intellectual Property Rights
and Broadcasting Rights
-Vaish Anurika

i Intellectual Property Rights
Issues and Challenges in
Pharmaceuticals Industries
- Vaish Anurika

i Intellectual Property Rights
in WTO and Developing
Countries
- Sabanna Talwar

i Intellectual Property Rights
Basic Concepts
- Karki MMS

i IPR and Commercialisation
Economic Issues and
Implications
- Krishna C. Sri

Members are welcome to use

the Library Resources.

AN

AMA-Metrochem
Outstanding Manager of the Year

AMA-Metrochem Outstanding

Mana ger of the Year Aw ard 2009

(Sponsored by Metrochem Industries Ltd.)

ELIGIBILITY: Following are the broad

criteria for selection of the Award:

a)The nominee should have been
practising as a manager in Gujarat State
during the previous three years. The
definition of “manager” may comprise
those associated with public, private
and cooperative sector organisations,
community and social service, as well
as entrepreneurs.

b) AMA desires that managers with high
potential are encouraged. Those who
are already recognized by other
agencies for similar work are not likely to
be chosen for this award.

¢) The contribution to be recognized for the
AMA Award will be outstanding
achievement(s) of management or a
kind of work which will benefit a
sizeable group of people, irrespective of
their category. While the work
concerned may relate to one or more
functional area (s), the emphasis will be
on integrated approach to managerial
effectiveness.

Annual Awards 2009

AMA-Zydus Cadila
Marketing Man of the Year
AMA- Zydus Cadila Marketing Man
of the Year Aw ard 2009
(Sponsored by
Zydus Cadila Healthcare Ltd.)

ELIGIBILITY:

¢ Any person employed in the field of
marketing, in the decision making level, or
responsible for marketing operations.

« He/she should be employed in an
organisation located in Guijarat.

Nomination along with a brief write-up on
the contributions, passport size photo,
bio-data and a consent letter from the
nominee should reach AMA latest by
20 January 2010.

Registration:

The Chairman (Award Committee),

Ahmedabad Management Association,
ATIRA Campus, Dr. Vikram Sarabhai Marg,

Ahmedabad 380 015

Phone: 079-26308601, 32512847

Fax: 26305692, E-mail: amaahd@gmail.com
Website: www.amaindia.org

AMA-A tlas Dyechem
Outstanding Entrepreneur of the Year

AMA- Atlas Dyechem
Outstanding Entrepreneur of
the Year Aw ard 2009

(Sponsored by
Atlas Dyechem Industries Ltd.)

ELIGIBILITY: Following are the broad
criteria for selection of the Award:

a) The nominee should have high degree
of entrepreneurial qualities as
reflected in his management style,
innovativeness and leadership.

b)The nominee should have
demonstrated outstanding entrepre-
neurial ability and innovativeness in
the choice of products, technology,
location, etc. and achieved high levels
of performance and growth for his
organization in the recent years.

¢) The nominee should be the promoter
of an industry based in Gujarat.

d) The nominee should be known for his
high degree of personal integrity and
exemplary standards of business
and professional ethics, both for
himself and for his organization.
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WIPO NEWS

WIPO and India sign
agreement to strengthen

mutual cooperation

WIPO Director General Francis Gurry
who visited India in November held a
series of high level meetings,
including with the Prime Minister, Dr.
Manmohan Singh and discussed a
range of issues of specific interest to
India and areas of joint cooperation
with WIPO.

The role of balanced national
intellectual property (IP) systems in
promoting development and growth
and in addressing key public policy
challenges, such as the environment
and public health, was a common
theme of these discussions. An
agreement to strengthen cooperation
between India and WIPO was also
signed during the visit.

Mr. Gurry welcomed efforts by the
Government of India to promote
innovation and creativity in the country
through strategic use of the IP
system. He underlined the role of IP
in driving innovation, creativity and
transfers of technology, and
emphasized the need to ensure that
the IP system produces social and
economic benefit.

Discussions covered international
treaty talks under WIPO auspices
relating to the protection of
broadcasting organizations and to the
rights of performers in their audiovisual
performances. Officials noted India’s
continued interest in these issues and
committed to actively participate in
the negotiations. Emphasis was also
made on the structural problems
facing copyright in the digital
environment, with Mr. Gurry noting
the need for global reflection on the
question of financing culture in the 21+
century.

Talks also covered India’s possible
accession to the Madrid system for
the international registration of
trademarks. Gurry noted this would
be “a major event and would signal a
new phase in the Madrid system.”

Top government officials, business
leaders and senior law enforcement
authorities meeting in Cancun,
Mexico urged national and
international political and business
leaders to step up actions against
counterfeiting and piracy to help boost
global economic recovery. The call for
increased action came at the close of
the Fifth Global Congress on
Combating Counterfeiting and Piracy
held in Cancun from 1-3 December.
The international event brought
together more than 800 delegates from
80 countries to share proposals for
disrupting and curbing the worldwide
illicit trade in counterfeit and pirated
goods, identify more innovative and
effective solutions and build upon
successful strategies already in place.
The Fifth Congress was hosted by
INTERPOL and the Mexican Institute
of Industrial Property (IMPI), with
support from the World Customs
Organization (WCO) and the World
Intellectual Property Organization
(WIPQ), the International Chamber of
Commerce (ICC) through its Business
Action to Stop Counterfeiting and
Piracy (BASCAP) initiative, the
International Trademark Association
(INTA) and the International Security
Management Association (ISMA).
The Organization for Economic Co-
operation and Development (OECD)
presented updated data indicating that
international trade in counterfeit and
pirated goods has increased to more
than US $250 billion, almost 2% of
world trade, up from US $200 billion
reported in 2007. Other data released
at the Congress showed that
economic losses from counterfeiting
and piracy is costing the economies
of the G20 countries more than €100
billion, and putting 2.5 million
legitimate jobs at risk. Another report
released at the Congress showed that
80% of consumers admit they
regularly buy fake or pirated products,
with little remorse or concern about
the consequences of those
purchases.

“A recurring theme of this Congress
and a constant characteristic of
counterfeiting and piracy is the central

role of transnational organized
criminals,” said John Newton,
responsible for Interpol’s Intellectual
Property Rights programme. "They
commit these crimes without a care
about the often deadly effect of
products, including fake medical
products and dangerous electrical
products, on unknowing
consumers. Fortunately another
feature of the Congress was the clear
determination of law enforcement
agencies and customs worldwide to
consistently target these criminals
wherever they are.”

“International leaders from the public
and private sectors and international
agencies represented here in Cancun
have provided new and more effective
strategies for combating
counterfeiting and piracy,” said Jorge
Amigo, IMPI Director General. "As
these leaders and others return to the
80 countries represented at this
Congress, we hope the spirit of
collaboration and cooperation that
was so evident here, will continue and
lead to concrete actions that will
reduce the threats to consumers and
our economy in Mexico, and around
the world.”

Yo Takagi, WIPO Assistant Director
General, representing WIPO Director
General Francis Gurry at the event,
said that the Global Congress was
an important forum for exchanging
views and experiences on the
challenges presented by the global
trade in counterfeit and pirated
goods. He underlined the critical
importance of international co-
operation in identifying effective
actions to disrupt and curb this illegal
trade. Mr. Takagi reaffirmed WIPO’s
commitment to a more inclusive,
development-oriented and balanced
approach to promoting greater
respect for IP rights with a view to
identifying solutions that make a
difference.

WIPO will be the chair for the Sixth
Global Congress. WIPO announced
it will be co-hosting this event in
Paris in February 2011 with the
French National Institute for Industrial
Property (INPI).
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COPY RIGHTS

Ne ws fr om the w orId of
Copyright

The World Intellectual Property
Organization Copyright T reaty,
abbreviated as the WIPO Copyright
Treaty, is an international treaty on
copyright law adopted by the member
states of the World Intellectual
Property Organization (WIPO) in
1996. It provides additional protections
for copyright deemed necessary due
to advances in information technology
since the formation of previous
copyright treaties before it. There have
been a variety of criticisms of this
treaty, including that it is overbroad
(for example in its prohibition of
circumvention of technical protection
measures, even where such
circumvention is used in the pursuit
of legal and fair use rights) and that it
applies a ‘one size fits all’ standard
to all signatory countries despite
widely differing stages of economic
development and knowledge industry.

It ensures that computer programs are
protected as literary works (Article 4),
and that the arrangement and
selection of material in databases is
protected (Article 5).

It provides authors of works with
control over their rental and
distribution in Articles 6 to 8 which
they may not have under the Berne
Convention alone. It also prohibits
circumvention of technological
measures for the protection of works
(Article 11) and unauthorised
modification of rights management
information contained in works
(Article 12).

The WIPO Copyright Treaty is
implemented in United States law by
the Digital Millennium Copyright Act
(DMCA). By Decision of Directive
2000/278/EC, the European Council
approved the treaty on behalf of the
European Community. European
Union Directives which largely cover
the subject matter of the treaty are:
Directive 91/250/EC creating
copyright protection for software,
Directive 96/9/EC on copyright
protection for databases and Directive
2001/29/EC prohibiting devices for
circumventing “technical protection
measures” such as digital rights
management.

However, the WIPO Copyright Treaty
made no reference to copyright term
extension beyond the existing terms
of the Berne Convention, but there
was a degree of association. This was
because the United States Congress
passed both the Digital Millennium
Copyright Act and Sonny Bono
Copyright Term Extension Act, which
enacts copyright term extension
during the same week and used the
same method using voice vote to
make it less likely that the news
media would report on the bills. In
addition, the European Union adopted
its own copyright term extension
around the same time.

The issue of proposed amendments
to the existing Copyright Act, 1957 is
becoming a flash point between
broadcasters and the Ministry of
Human Resource Development
(HRD), with news broadcasters
asking the government to take them
into confidence before undertaking
any amendment to the law.

This comes after objections from the
Indian Broadcasting Foundation
(IBF), the apex body of all
broadcasters last week.

Now, the News Broadcasters
Association (NBA), the association
of 14 leading news broadcasters in
the country, has sent its
representation to the HRD ministry.
Sources say the Ministry of
Information and Broadcasting (1&B)

has already given its observations on
the proposed amendment to the
Copyright Act, without consulting any
of the broadcasters.

“Essentially, news broadcasters are
concerned that nothing should be
amended in the original Act which
affects the well-established and
understood right of broadcasters to
fair use of material, including
broadcast reproduction right,” NBA
said in a statement.

Under the proposed changes to the
existing law, broadcasters may be
forced to shell out Rs 1-1.5 lakh for
every song that is sung by contestants
in musical talent hunt shows like
Indian Idol or Sa Re Ga Ma Pa, and
they do not like it at all. Even news
broadcasters will have to cough up a
similar amount for every telecast of
matches and old clippings. At
present, broadcasters do not pay any
such fees.

In its representation, NBA said: “The
proposed deletion of Section
52(1)(b)(ii) also seriously prejudices
news broadcasters, since the entire
Section 52 is part of the exceptions
to infringement of broadcast
reproduction right under Section 39(c)
of the Original Act; and, if Section
52(1)(b)(ii) is deleted, this salutary
exception to infringement, namely fair
dealing with a literary, dramatic,
musical or artistic work for the
purpose of reporting current events by
broadcast, will be lost.”

“Once the amendments are made to
the Copyright Act, the music
companies could demand any
amount (Rs 75,000-1,00,000 per
song) for two-three minutes of use and
in some cases the demand could go
to as high as Rs 1.50 lakh. This is
wrong and one-sided, as there is no
provision for redressal,” Avnindra
Mohan, Essel Group’s executive vice-
president and head of corporate affairs
had told Business Standard earlier.
This move will also affect news
channels, which are already coping
with low advertising revenue and high
cost of operations.
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TRADE MARKS

Priority examination
system of tr ademar ks
is yielding results

Priority examination system for
trademarks and service marks, which
has been introduced for the applicants’
convenience including the early
acquisition of rights, is found to obtain
desired results, Wonjon, P.C.
Intellectual Property Law Firm stated.
According to the Korean Intellectual
Property Office (KIPO), 361 requests
for priority examination have been filed
since the system was introduced in
April this year, and 147 cases of the
requests have been published.
Around 37 applications have been
registered after publication through the
priority examination, which takes
much shorter time compared with a
regular examination in terms of the
acquisition period of rights.

Through priority examination, the
applicant can get the examination
results earlier by more than 6 months
compared to that of a regular
examination which generally takes
about 12 months from application to
registration.

Fast examination is possible since an
examiner determines within 10 days
from a request on the validity of priority
examination if no supplement is
required for the request, and after the
determination, examines the
application within 45 days.

The priority examination system,
which had been introduced in Patent
Law and Design Protection Law, was
put into force by Trademark Law on
April 1, 2009, according the applicants’
demand for the extension of the
system to trademark and service area.
The requirements to request “priority
examination” are as follows:

It must be obvious that the applicant
have been using or preparing to use
his mark on all the goods or services
designated by his application; or after

filing the application, the applicant
has issued a warning or filed for a
preliminary injunction against a third
party, who are using identical or
similar trademarks on the goods or
services for his business without a
valid reason.

“Most of the applicants who have
requested priority examination are
using or preparing to use the mark
on designated goods or services
under the application, and the request
for priority examination is expected
to increase since the early
acquisition of rights through priority
examination outweigh the cost for the
request,” an official in KIPO said.
Source ag-IP-newsagency.

The UAE Minister of Economy, Eng.
Sultan Bin Saeed Al Mansouri,
issued on November 17, 2009
Ministerial Resolution No. (541) of
2009, amending Ministerial
Resolution No. (360) of 2009,
regarding the collection of trademark
publication and registration fees. A
resolution that shall introduce an
amendment to the collection method
of trademark registration and
publication fees in the UAE.

The amendments change the method
for the collection of the above fees,
setting the duration for such at 30
days, before which the applicant is

hereby entitled to withdraw the
application and recover the
registration fees by applying in writing
to the Ministry.

The new resolution shall be published
in the Official Gazette, and shall
assume effect from the date of its
issuance.

The Director General of the World
Intellectual Property Organization
(WIPO) presented his compliments
and notified the deposit by the
Government of the Republic of the
Sudan, on November 16, 2009, of its
instrument of accession to the
Protocol Relating to the Madrid
Agreement Concerning the
International Registration of Marks,
adopted in Madrid on June 27, 1989
(“Madrid Protocol (1989)").
According to the Organization, the
Madrid Protocol (1989) will enter into
force, with respect to the Republic of
the Sudan, on February 16, 2010.
Both the Madrid Agreement and the
Madrid Protocol constitute the Madrid
System of International Registration
of Marks. This system gives a
trademark owner the possibility to
have his mark protected in several
countries by simply filing one
application with a single office, in one
language, with one set of fees in one
currency (Swiss francs).

Y.J.Trivedi-AMA Academy for Intellectual Property Right s

39 ANNUAL INTELLECTUAL PROPERTY

Summit 2009

. evolving knowledge based society

January 23 & 24, 2010 - 9.30 a.m. to 5.00 p.m.
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SPECIAL FOCUS

Intellectual Pr
Appellate Board
ABOON TO I.P. OWNERS

oper ty

(1) A legal forum known as
Intellectual Property Appellate Board
is created in order to expeditiously
decide the matters relating to
rectification of trademarks, as also
the Appeals against the orders of the
Registrar under Section 91. The
Appellate Board is headed by a
Chairman and other functionaries are
Dy. Chairman, Judicial member or
Technical member. The members
are required to possess the
knowledge of law and experience in
the field of Intellectual Property
matters. Office of the Intellectual
Property Appellate Board functions
from Chennai and the Bench of the
Appellate Board sits at Ahmedabad,
Chennai, Delhi, Mumbai and
Kolkata.

(2) Under Section 100 of the Trade
Marks Act, 1999, it has been laid
down that all the appeals arising out
of the order or decision of the
Registrar and all the cases
pertaining to the rectification of
register pending before any High
Court, shall be transferred to the
Appellate Board from the notified
date. The Intellectual Property
Appellate Board came to be
established. Accordingly, all the
matters relating to the appeals and
rectification pending before the High
Courts have been transferred to the
Intellectual Property Appellate
Board.

(3) Section 125 of the Act also
mentions about the application by an
aggrieved person for rectification of
register to be made to the Appellate
Board. Further, in a suit for
infringement of registered trade mark
where the defendant has questioned
the validity of registration of the
plaintiff's trademark or under Section

30(2)(e), if the validity of registration
of the defendant’s trademark has
been questioned by the plaintiff,
such an application for rectification
shall be made to the Appellate Board
and not to the Registrar.

(4) The Appellate Board has the
powers to direct appearance of
Registrar before itself.

(5) Under Section 47 of the Act,
rectification is resorted to on the
ground of non user of the registered
trademark. The Section provides for
removal of the trademark from the
register on the ground of non user,
subject to various conditions/
proviso, as applicable under sub
clauses (1) and (2) In order that the
registered trademark may be
removed from the register, it has to
be established that the registration
was made without intention to use
followed by non use or the non use
must have been for a continuous
period of five years.

(6) Section 57 lays down that the
rectification shall be on specific
grounds, such as the entry of the
trademark was made without
sufficient cause or the entry is
wrongly remaining on the register or
that there is error or defect in the
entry and further the register suffers
from the absence or omission of the
entry of the trademark.

(7) Where the criminal proceeding
has been undertaken based on the
registration of trademarks under
Section 101 or Section 102 of the
Trade Marks Act, 1999 and the
accused person/persons plead that
the challenged registered trademark
is invalid, then it is necessary that
the Rectification Application must be
filed before the Appellate Board. The
Appellate Board’s jurisdiction for
rectification of the registered
trademark applies to all the
appropriate offices entered in the
register in respect of the trademark.
It is also laid down that as the
Appellate Board is not to be bound
by the Civil Procedure Code and is to
be guided by the principles of natural
justice, regulates its own procedure.

(8) The jurisdiction of the Appellate
Board for appeals under Section 91
is exclusive and any other court or
authority has no jurisdiction to
entertain such matters. For the
applicability of limitation to the
rectification proceeding, it is laid
down that the Limitation Act will
apply and a period of three years.
Hence, the application filed after
three years of knowledge about the
respondent’s registration of the mark
sought to be rectified, is barred by
limitation.

(9) There is a provision to file a review
petition for review of an order passed
by the Appellate Board. Such review
petition has to be filed within two
months from the date on which the
order is communicated on an appeal.
Against an order of rectification,
pending decision, a stay can be
obtained.

(10) When the application for the
trademark registration is filed, any
person can oppose its registration. If
the mark remains unopposed after
being published in the trade mark
journal, after a lapse of four months
the right to oppose the registration of
the mark lapses. Hence, the
trademark applied for thereafter
proceeds for registration before the
respective Trade Mark Registry.
However, by creation of the Appellate
Board, an aggrieved person is given
an opportunity to file a rectification
before the Appellate Board, in the
event the mark was not opposed
previously.

(11) The proceedings before the
Appellate Board are not complicated
and time frame is laid down for filing
of the counter statement to an
application or reply to an appeal.
Thereafter, in a given time reply or
rejoinder has to be filed. Thus, after
the three stages, namely application
or an appeal, counter statement or
reply thereto and reply and rejoinder
are complete, the matter will be
listed for hearing.

G. D. Dave
Advocate and Attorney
Y. J. Trivedi & Co.
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